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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 


A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MO NTH (S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)S Responsive to communication(s) filed on 23 September 2004 . 
2a)[X] This action is FINAL. 2b)D This action is non-final. 

3)D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

A)M Claim(s) 1-12 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) 03 Claim(s) 1-12 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) S The drawing(s) filed on 23 September 2004 is/are: a)S accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

1 2) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5 ) □ Notice ° f Informal Patent Application (PTO-152) 

Paper No(s)/Mail Date . 6) □ Other: . 
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Art Unit: 2872 

DETAILED ACTION 
Response to Amendment 

1 . The present Office action is made in response to the amendment filed on 
9/23/2004. It is noted that in the mentioned amendment, applicant has made 
amendments to claim 1 and the drawings. 

Drawings 

2. The drawings were received on 9/23/04. These drawings are approved by the 
Examiner. 

Claim Rejections -35 USC §102 

3. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

4. Claims 1-2, 4-5, 7-8, and 10-1 1 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Tabata (U.S. Patent No. 5,420,717, of record). 

Tabata discloses a differential interference microscope having an illuminating 
system and a detecting system. The interference microscope as described in 
columns 8-9 and shown in figure 14 comprises a light source system which 
comprises a light source system (17), a condensing prism (2), a condenser (3), a 
stage supporting a sample (4, 5), an objective lens (6), an objective prism (7), a 
variable birefringent compensating system (18), an analyzer (8) and an image 
recording/detecting system (9) which components are arranged in that order from 
the light source (17) to the recording/detecting system (9) in a transmitted 
configuration of the microscope. It is noted that the light source system 
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comprises a light source and a polarizing element for providing linear polarized 
light to the condensing prism (2). The objective prism (7) is able to produce a pair 
of sub-beams each has a respective different polarization. The variable 
birefringent element (18) is in the form of a liquid crystal element disposed in the 
vicinity of the objective prism (7) and connected to a control system (28) for the 
purpose of varying the optical features of the liquid crystal element. 
Claim Rejections - 35 USC § 103 

5. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

6. Claims 3 and 9 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tabata in view of Otaki et al (U.S. Patent No. 5,572,359, of record). 

The differential interference microscope having a variable birefringent element 
disposed in the vicinity of an objective prism wherein the microscope has a 
configuration of a transmitted microscope as provided by Tabata meets all of the 
limitations of the microscope recited in claims 3 and 9, except the arrangement of 
the optical components so that the microscope is in the configuration of an 
incident microscope. However, the arrangement of the optical elements so that 
the microscope is an incident microscope rather than a transmitted microscope 
as claimed is merely that of a preferred embodiment and no criticality has been 
disclosed. The support for that conclusion is found in the present application and 
in present claim 2 which indeed claimed the microscope is a transmitted 
microscope. Further, the arrangement of the optical elements so that the 
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microscope is an incident microscope rather than a transmitted microscope is 
known to one skilled in the art as can be seen in the interference microscope 
provided by Otaki et al. In particular, Otaki et al discloses an interference 
microscope wherein the same optical components can be rearranged to 
constitute either a transmitted microscope, see columns 5-6 and fig. 1a, or an 
incident microscope, see column 7 and fig. 2. Thus, it would have been obvious 
to one skilled in the art at the time the invention was made to modify the 
interference microscope provided by Tabata by rearranging the optical 
components as suggested by Otaki et al for the purpose of changing the 
type/configuration of microscope to satisfy a particular design. 

7. Claims 6 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Tabata. 

The differential interference microscope having a variable birefringent element 
disposed in the vicinity of an objective prism wherein the microscope has a 
configuration of a transmitted microscope as provided by Tabata meets all of the 
limitations of the microscope recited in claims 6 and 12, except the arrangement 
of the birefringent element with respect to the objective prism and the objective 
lens. However, the arrangement of the optical elements as claimed is merely that 
of a preferred embodiment and no criticality has been disclosed. The support for 
that conclusion is found in the present application and in present claim 5 which 
indeed claimed the birefringent element is located between the objective prism 
and the analyzer. It is also noted that it was decided in the Courts that a 
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rearrangement of parts of an invention involves only routine skill in the art. See In 
re Japikse, 86 USPQ 70. Thus, it would have been obvious to one skilled in the 
art at the time of the invention was made to modify the interference microscope 
provided by Tabata by rearranging the position of the birefringent element with 
respect to the objective prism and the objective lens for satisfying a particular 
design. 

Response to Arguments 

8. The amendment to claim 1 is insufficient to make the device as claimed 
distinguished from the art of record. It is also noted that applicant's arguments filed on 
9/23/2004 have been fully considered but they are not persuasive for the following 
reasons. 

First, applicant's arguments do not comply with 37 CFR 1 .1 1 1 (c) because they 
do not clearly point out the patentable novelty which he or she thinks the claims 
present in view of the state of the art disclosed by the references cited or the 
objections made. Further, they do not show how the amendments avoid such 
references or objections. 

Second, the device as claimed is considered as the one disclosed by the applied 
art as provided by Tabata and in the combined art provided by Tabata and Otaki 
et al. 

In particular, Tabata discloses a differential interference microscope having an 
illuminating system and a detecting system. The interference microscope as 
described in columns 8-9 and shown in figure 14 comprises a light source system 
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which comprises a light source system (17), a condensing prism (2), a condenser 
(3), a stage supporting a sample (4, 5), an objective lens (6), an objective prism 
(7), a variable birefringent compensating system (18), an analyzer (8) and an 
image recording/detecting system (9) which components are arranged in that 
order from the light source (17) to the recording/detecting system (9) in a 
transmitted configuration of the microscope. It is noted that the light source 
system comprises a light source and a polarizing element for providing linear 
polarized light to the condensing prism (2). The objective prism (7) is able to 
produce a pair of sub-beams each has a respective different polarization. The 
variable birefringent element (18) is in the form of a liquid crystal element 
disposed in the vicinity of the objective prism (7) and connected to a control 
system (28) for the purpose of varying the optical features of the liquid crystal 
element. 

Applicant has argued that the variable birefringent element provided by Tabata is 
used for compensating for a path length difference of the pair of sub-beams over 
a diameter of the objective prism (see amendment, page 6, the second 
paragraph), the Examiner respectfully disagrees with the applicant's opinion. 
While Tabata does not clearly state the language thereof "compensating a path 
length difference in the sub-beams"; however, such a function is inherently 
disclosed due to the structure of the birefringent element and its arrangement in 
the light path with regard to the objective prism, the analyzer and the polarizer. In 
particular, as disclosed by the present specification, the element used to 
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compensating the difference in path length between two sub-beams is a liquid 
crystal element and positioned in the light path between the analyzer and the 
objective prism. There is not any specific limitations or information related to the 
structure of the compensating element except the kind of the compensating 
element in the form of a liquid crystal matrix (see present specification, page 6, 
sections [0020] and [0022]. The optical element (18) disposed between the 
analyzer (8) and the objective prism (7) wherein the optical element comprises 
liquid crystal matrix is clearly meet the structure and the arrangement of the 
compensating element disclosed in the present specification and thus inherently 
has a function of compensating differences in path lengths of the sub-beams 
produced by the objective prism. 

Conclusion 

9. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thong Q Nguyen whose telephone number is (571) 272- 
2316. The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Drew A Dunn can be reached on (571) 272-2312. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). <T7 \ 



